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Office Action Summary 



Application No. 

09/254.993 



Examiner 

Jeffrey R. Jastrzab 



Applicant(s) 

BEN-HAIM ETAL 



Art Unit 

3737 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C « 133) 
Status 

1)13 Responsive to communicatlon(s) filed on 04 April 2000 . 

2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-50 Is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) 29-47 is/are allowed. 

6) 0 Claim(s) 1-27 and 48-50 is/are rejected. 
?)□ Claim(s) 28 is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)n approved b)n disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 1 9 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

a)n All b)n Some * c)^ None of the CERTIFIED copies of the priority documents have been: 

1. D received. 

2. n received in Application No. (Series Code / Serial Number) . 

3. n received in this National Stage application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 119(e). 



Attachment(s) 

Notice of References Cited (PTO-892) 

15) ^ Notice of Draftsperson's Patent Drawing Review {PTO-948) 

16) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) £5 . 



1 7) n Interview Summary (PTO-41 3) Paper No(s). 

1 8) □ Notice of Informal Patent Application (PTO-1 52) 

19) □ Other: 



U.S. Patent and Tradennark Office 

PTO-326 (Rev. 3-98) 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

Claims 11 , 48 and 49 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 1 1 appears to be incomplete or 
grammatically incorrect. Claims 48 and 49 lack sufficient structure to perform the 

claimed functions. 

Claims 1-25 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. Claims 1 and 13 are single means claims and 
accordingly determined to be of undue breadth since applicant's specification is 
enabling for all possible means for performing the claimed invention. 



are 
< non- 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claims 1-5, 7-10, 13-17, 19-22, 25-27, 48, and 49 are rejected under 35 
u s e. 102(b) as being clearly anticipated by Scherlag US-5083564. Note that the 
intended use limitations of Claims 48 and 49 do not further limit the claim structure. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 6, 11, 12, 18, 23, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Scherlag. Scherlag lacks a specific teaching of an electrode 



Claim Rejections - 35 USC § 103 
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material, however, carbon electrodes are well known in the pacing and heart stimulation 
arts and the substitution of this material into the Scherlag device would have amounted 
to an obvious choice in engineering design to optimize electrode impedance. As to 
Claims 11,12 and 50, in general, changing stimulation waveform parameters and times 
of application are known variables to those skilled in the art. Merely changing the times 
of operation or the frequency of stimulation, i.e. whether stimulation occurs every beat 
or not, would appear to be an obvious design consideration in order to optimize 
stimulation efficacy. 



Allowable Subject Matter 

Claim 28 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claims 29-47 are allowed as the prior art of record fails to teach or suggest the 
combined drug and stimulation therapy methodology as claimed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey R. Jastrzab whose telephone number is (703) 
308-2097. The examiner can normally be reached on Monday through Friday from 
6:30am to 3:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marvin Lateef, can be reached on (703) 308-3256. The fax phone number 
for this Art Unit is (703) 305-3590. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308- 
0858. 




^e'ffpey R. J^nrzab 
(^pitriary Exairniner 
Group 3737 



May 8, 2000 



